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A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 18 December 2008 has been entered. 

The drawings were received on 18 December 2008. These drawings are acceptable and 
thus the objections to the drawings is withdrawn. The amendments to the claims have overcome 
the 35 use 1 12 rejection. 

Claims 26-3 1 are allowable over the cited art of record. 

Claims 10-13 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

These claims are allowable over the cited art of record for the reasons given in the 
previous actions. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1-3, 5, 6, 9, 14, 16, 18, 20, 24, 25 and 32 are rejected under 35 U.S.C. 102(e) as 
being anticipated by U.S. patent 6,717,353. 

This reference teaches an oxynitride phosphor having the formula (Sri_a-b- 
cCabBac)SixNyOz:Eua, where a is 0.002-0.2, b is 0-0.25, c is 0-0.25, x is 1.5-2.5, y is 1.5-2.5 and z 
is 1 .5-2.5. This is the same formula as claim 6 and thus the phosphor must have a rhombic lattice 
system, a weight ratio of nitrogen to oxygen that falls within that claimed and the luminescent 
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properties of claims 16 and 18, absent any showing to the contrary. Figure 1 should that the 
phosphor is excited by light having a wavelength of 490 or less. The amount of europium falls 
within that of claim 25 and thus it must have the property of claim 24. While the taught phosphor 
is produced by different process that that claimed, the resulting phosphors appear to be identical. 
Even though product-by-process claims are limited by and defined by the process, determination 
of patentability is based on the product itself The patentability of a product does not depend on 
its method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process. In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 
1985). The reference that the oxynitride phosphor emits green light. The reference teaches the 
claimed phosphor. 

Claims 4, 7, 8, 15, 17, 19 and 21-23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. patent 6,717,353. 

As stated above, this reference teaches an oxynitride phosphor having the formula (Sri.a.b- 
cCabBac)SixNyOz:Eua, where a is 0.002-0.2, b is 0-0.25, c is 0-0.25, x is 1.5-2.5, y is 1.5-2.5 and z 
is 1.5-2.5. The amount of europium overlaps that claimed. The taught ranges of x, y and z 
encompass and overlaps those claimed. Product claims with numerical ranges which overlap 
prior art ranges were held to have been obvious under 35 USC 103. /n re Wertheim 191 USPQ 
90 (CCPA 1976); In re Malagari 182 USPQ 549 (CCPA 1974); In re Fields 134 USPQ 242 
(CCPA 1962); In re Nehrenberg 126 USPQ 383 (CCPA 1960). The taught ratios of Sr to Ca, Sr 
to Ca and Ca to Ba overlap those claimed. When c is greater than 0, the reference suggests a Ba 
containing oxynitride and the resulting phosphor would be expected to have the luminescent 
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properties of claims 15, 17 and 19, absent any showing to the contrary. In addition, when c is 
greater than 0, the reference suggests the claimed device which would have a spectra that has 
peaks in the claimed ranges and a Ra that falls within the claimed range. The reference suggests 
the claimed phosphor. 

The declaration filed on 18 December 2008 under 37 CFR 1.131 has been considered but 
is ineffective to overcome the reference. 

The declaration shows that applicants reduced to practice the phosphor having the 
formulas Bao.97Si202N2:0.03Eu, (Sr,Ca)o.97Si202N2:0.03Eu where the molar ratio of Sr/Ca is 5?5 
or 7/10, Sri.xSi202N2:xEu and Cai_xSi202N2:xEu, where 0<x<0.15 before 14 October 2002. This 
showing is not commensurate with the subject matter of claims 1-9, 14-25 and 32 and there is no 
showing that the difference between the claimed geneses and the disclosed species would have 
obvious to one of ordinary skill in the art in view of the 37 CFR 1.131 evidence. In addition, 
disclosed species in the declaration do not show that applicants had possession of the basic 
inventive concept, as defined by claims 1-9, 14-25 and 32, before 14 October 2002. See MPEP 
715.02. 

Furthermore, the reference teaches several species that fall within the claimed genus and 
are different from those in the declaration. Applicants have not shown that these species would 
have been obvious to one of ordinary skill in the art in view of the 37 CFR 1.131 evidence. See 
MPEP 715.03(1)(B) and (II). It is noted that the phosphor art is an unpredictable one and thus the 
showing the phosphors having the basic formula MSi202N2:Eu where M is Ba, Ca, Sr or Ca and 
Sr and where Eu is 15 mol% or less does not support the claimed geneses since one of ordinary 
skill in the art would not be able to predict what a change in M and/or the activator, or a change 
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in the amounts of any of the elements in the formula would do to the luminescent properties of 
the material. The rejection is maintained. 

Once this applicants is in condition for allowance, an interference proceeding may be 
appropriate between this application and U.S. patent 7,351,356. 

U.S. patent 7,351,356 has a foreign priority date, which was perfected during 
prosecution, of 24 September 2002. This date is before the date given in the 37 CFR 1.131 
affidavit. The subject matter of claims 1-5, 12 and 13 of the patent are directed to a phosphor, 
which is excitable by wavelengths in the range of 380-470 nm, having the formula MSi202N2, 
where M is at least one of Ca, Sr and Ba and the phosphor contains Eu as an activator. These 
claims teach that the M can be at least two of Ba, Ca and Sr or that M is M'l.xZnxm where M' is 
at least one of Ba, Ca and Sr and 0<x<0.4. These claims also teach that the activator can be Eui-y 
Mny, where y is 0-0.5. Claim 1 teaches the molar ratio of Ca to Eu is 1 : 0.001 to 1 :0.3. Claim 2 
teaches the phosphor, when M is Ca, emits green light, which has a longer wavelength than the 
exciting UV-blue wavelength range. Thus the claims of this patent clearly teaches the subject 
matter of claims 1-3, 5-9, 14, 16 and 20-22 and suggests the subject matter of claims 4, 21-23 
and 25 sin that the amount of the activators encompass and overlaps those claimed in this 
application and the claims suggests that M is Cai_xBax; Sri.xBax and Cai.xSrx, where 0<x<l and 
thus teaches compositions that encompass those in claims 21-23. 

While the reference does not teach the properties of claims 15, 17-19 and 24, the 
phosphor in the claims of the patent would be expected to inherently have these properties since 
it falls within the composition claimed in this application. The claims of the patent also teaches 
the phosphor of claim 32 of this application since the patented phosphors appear to be identical 
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to a phosphor resulting from the process of claim 26. Claim 32 is product-by-process claim. 
Even though product-by-process claims are limited by and defined by the process, determination 
of patentability is based on the product itself The patentability of a product does not depend on 
its method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior product 
was made by a different process. In re Thorpe, 111 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 
1985). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melissa Koslow whose telephone number is (571) 272-1371. The 
examiner can normally be reached on Monday-Friday from 8:00 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached at (571) 272-1233. 

The fax number for all official communications is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Elecfronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/C. Melissa Koslow/ 
Primary Examiner 
Art Unit 1793 



